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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



APPLICANT 
SERIAL NO. 
FILED 
FOR 



Donald E. Frail, et al. 
10/724856 
December 1,2003 



EXAMINER 
ART UNIT 
PAPER NO 



The Use of Aryl- and Heteroaryl-Substituted Tetrhydroisoquinolines in the 
Treatment of Chronic and Neuropathic Pain, Migraine Headaches and Urge, 
Stress and Mixed Urinary Incontinence 



Response to Notice to File Missing Parts of Nonprovisional Application 

Mail Stop Missing Pans 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1 450 

Dear Sir: 

This paper is in response to the Notice to File Missing Parts of Nonprovisional 
Application, dated March 3, 2004. In the Notice to File Missing Parts, the Office has indicated 
that the Applicants submitted an unsigned Oath or Declaration, and has requested that the 
Applicants furnish same in order to avoid abandonment of the above-identified application. 

The Applicants have enclosed the signed Declaration. As such, the Applicants 
respectfully submit that the requirements to avoid abandonment of the above-identified 
application have been met. 

A petition for three months extension of time is also requested. 

It is understood by the Applicants that this paper requires a fee; and authorization is 
given to charge any necessary filing fees and any additional fees or credit any overpayment to 
Deposit Account 23-0455. 

The Applicants submit that this application is now in condition for allowance, which 
allowance is respectfully solicited. 



Dated: 



^4 



Respectfully submitted 



08/05/2004 HTECKLU1 00000082 230455 
02 FC:1253 950.00 Dfl 



10724856 





Kurlandsky 
ation No. 41,505 
Wamer-Lambert Company 
2800 Plymouth Road 
Ann Arbor, MI 48 105 
Telephone: (734) 622-7304 
Facsimile: (734) 622-2928 




PAGE 12^7 * RCVD AT W3/2004 2:49:24 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-2« * DN!S:7464060 * CS1D:7346222928 * DURATION (mm«s):08-24 



Aug-03-2004 .02:57pm Frora- 



PATENT PFIZER ANN ARBOR Ml 



7346222928 



T-758 P. 007/009 F-342 

ra»c i oi Z 




United States Patent and Trademark Office 



APPLICATION NUMB ER 

10/724,856 



25533 

PHARMACIA & UPJOHN 
301 HENRIETTA ST 
0228-32-LAW 
KALAMAZOO, Ml 49007 



FILING OR 37 IQQPAT E 
12/01/2003 



UWdS?' ^ Al i'^TOP COMMERCE — 
^■jWdnfl.VwTcnj,, 22313-H50 

WW. Ui jMo.gOV 



f jrst named applican t 
Donald E. Frail 



^ATTORNEY DOCKET N LUv/ffiER 

0 1458 .US 1 




CONFIRMATION NO, 2164 
FORMALITIES LETTER 



"OC00000001 2014011 



Date Mailed; 03/03/2004 



NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

08/05/2004 HTECKLU1 00000082 230455 10724856 FILED UNDER 37 CFR 1 53(b) 



01 FC:1051 



130.00 DA 



Fifing Date Granted 



Hems. F?egwrect ToAwid^AbaiidonmfiDi: 

An application number and filing date have been accorded to this application The itemte* indicated hAinw 

required items and.pay any fees required below to avoid abandonment Extensions of time mZ Thi 

filing a petition accompanied by the extension fee under the provi^ns of 37 CF^ 1 . 1 36^a). ^ by 

■ The oath or declaration Is missing. 

A properly signed oath or declaration in compliance with 37 CFR 1.63, identifyina the dedication bvih* 
above Application Number and Filing Date, is required. wwrymg me application by the 

# I?™!? abandonm ,f nt - • late filiri 9 fee or oath or declaration surcharge as set forth in 37 CFR 1 i«e> of 
$130 for a non-small entity, must be submitted with the missing items identified in this letter 

SUi|UflAR>r^E.EEESjrjUE: 

Total additional fee(s) required for this application is $130 for a Large Entity 

• $130 Late. oath or declaration Surcharge. 



-7B/.V. " 



■MYjr 



Replies should be mailed to: Mail Stop Missing Parts 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 



JfiM_ CHECKED BY; 



fOPt 



A copy of this notice MUST be returned with 
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7346222928 T-758 
Confirmation No, 2 1 64 



P. 002/009 F-342 



FEE TRANSMITTAL 
for FY 2004 

Effective 10/01/2003. Patent fees an? subject to annual r 



D Applicant claims smalt entity status. See 37 CFR 1.; 



27 



^ total Amount of payment 



1, BASIC FILING FEE 

Largo Entity Small Entity 



($) 1,080.00 



Complete If Known 



Application Number 



Piling Date 



First Named Inventor 



Examiner Name 



Art Unit 



Attorney Docket No. 



10/724856 



December 1, 2003 



Donald £. Fraif, et a!. 



METHOD OF PAYMENT (check ati that sppty) 



□ Check □credit card Q Money Q other Qno^ 
Q Deposit Account: 



Deposit 
Account 
Number 
Deposit 
Account 

Name 



Warner-Lambert Company LLC 



23-0455 



PC27832 (01458.US1) 



3. ADDITIONAL FEES 



FEE CALCULATION (continued) 



Large Entity 



The Director Is authorized to: (ch&ck ail thaf appJy) 
^Charge fee(s) inclcated below [✓] Credit any overpayments 
0 Charge any additional fee(S) or any underpayment of fee(e) 
□ Charge teo(6) Indicated below, except for the filing foe 
to the above-identified deposit account 



FEE CALCULATION 



Fee Pee 

1001 770 

1002 340 

1003 530 

1004 770 

1005 160 



Fee Fee 
Codd"{$) — 

2001 385 

2002 170 

2003 265 

2004 365 

2005 60 



Fee Description 

Utility filing fee 
Design filing fee 
Ram filing fee 
Reissue filing fee 
Provisional filing fee 



Fe* Paid 



SUBTOTAL (1) | (S) O.OQ J 



2. EXTRA CLAIM FEES FOR UTJUTY AND REISSUE 

Fet from 

■ , Exl raCfalm s pe tow Fee Paid 
Tomi Claims gT^ ^ „ Pi X Fj^rTI jo.OQ 
dependent _ ^ r— , x rj^ 



Multiple Dependent 



Large Entity 



Fee Fee 

Code (?) 

1202 18 
1201 66 

1203 290 

1204 86 

1206 18 



Fee Fee 
Code ($) 

2202 9 
2201 43 

2203 145 

2204 43 



2205 



Fee Description 

Claims in excess of 20 

Independent daims In excess of 3 

Multiple dependent claim, if not pafcJ 

- Reissue independent claims 
over orfginaf patent 

Reissue claims in excess of 20 
and over original patent 



SUBTOTAL (2) 



|($)Q-QQ 



^or number prtvhusfy paid, ff greater ForRe/ssues, sea vbcva 



Fee Fee 
Code ($> 

1051 130 

1052 50 

1053 130 
1612 2.520 

1804 920* 

1805 1,840 

1251 110 

1252 420 

1253 950 

1254 1,480 

1255 2,010 

1401 330 

1402 330 

1403 290 

1451 1,510 

1452 110 

1453 1,330 
1501 1,830 
1602 480 
1503 640 
1460 130 
1807 50 
1806 180 
8021 40 

1809 770 

1810 770 



,£ma» Entity 



Fee Description 



1801 770 
1S02 900 



Fee Fee 
Code (%) 

2051 65 Surcharge -late filing fee or oath 

2052 25 Surcharge - late provisional tiling fee or 

cover sheet 

1053 130 Non-English specification 
1812 2,520 For filing a request for ex parte reexamination 

1 804 920" Requesting publication of SIR prior to 
Examiner action 

1B05 1.840* Requesting publication of SIR after 
Examiner action 

2251 55 extension for reply within first month 

2252 210 Extension for reply within second monm 

2253 475 Extension for reply within third month 

2254 740 Extension for reply within fourth month 

2255 1 ,005 Extension for reply within fifth month 

2401 165 NoUce of Appeal 

2402 155 Filing a brief In support of an appeal 

2403 145 Request for oral hearing 

1451 1,510 Petition io institute a public use proceeding 
2452 55 Petition to revive - unsvoidsQle 
2453 €65 Petition K> revive - unintentional 

2501 605 Utility issue fee (or reissue) 

2502 240 Design Issue fee 

2503 320 Plant Issue fee 

1460 130 Petitions to tnd Commissioner 
1807 50 Processing fee under 37 CFR 1.17(0.) 
1806 180 Submission of Information Disclosure Stmt 
8021 40 RfiGD r<*ing each patent assignment per 

property (times number of properties) 
2800 385 Filing a submission after final rejection 

(37CFR1,129(a» 

2810 385 For each additional Invention to be 
examined <37 cfr 1.129(b)) 



2601 385 Request for Continued examination (RCE) 

1802 flOO Request for expedited examination 
of a design application 

Other fee (specify) . 



,Fre Paid 



13G\00 



950.00 



-SUBMITTED BY 



Educed by Basic Fifing Fee Paid SUBTOTAL (3) fo) 1,080.00 | 



Name (Printnvpe) 



Signature 



Darting Ktiriandsky^ 
WARNING: Information on this fornVro 

ft Included on this form. Provide ofed 



Ro&svatkui No. I 7" ___ 

fAHcm^A^ \ 41.505 



Telephone 734-622-7304 



Date 



ISM. 



SS^J^TT* ^^"itl* b !S? n 2 0 pubnc ' *wtte»a information should not 

TWs ceflecUon Bf infa™ J£ i? Z S?J*7!, < ^ edtt e * rd Inflation and authorization on PTO-2038. 

Including gathering, P*P*1ng. and submitting the ^nSappfcrttor "torn to the USI^O Sn^ll ^ ' T , 12 mlm,tM W Cempla,e ' 

the amount of Brno * u roqdm to complete into form and/or wSco Tfor redudnq tWa ourte^ JTSL"^,*/, '^ < " ,aJ C8S *' ^ ^n* 3 ™ 
Tgjy** Office U.S. Department of Commerce. P.O. Bo7u1 «£« 
SEND TO: Commissioner for Patonts. P.O. Box 1450. Alexandria, VA 22313-1450. completed FORMS TO THIS ADDRESS. 



Oflr^C Htt7* DrM/n ATonnnfln i.in.o. oh re**fom n^^u T;«*i»«m.n^TA pf^p 



Aug-03-2004 '02 :55pm ' Froro- 
Customer No. 23880 



PATENT PFIZER ANN ARBOR Ml 



m o 3 
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Confirmation No. 2164 

PTO/Se/2l (03-03) 
Appfove<J for use tJl(tXi«h 04/30/2003. OMB 0651-0031 



Uflflfl W Paoerwofk Rortuctk™ A* M 1Q 95 , no oamopf 

► d TRANSMITTAL 
M FORM 

47 tfo be used for al/ ecwMpOixWnco o/ter Initial SKng) 


mrrtulrcd to caaaaad la a cfliactto 
Application Number 


\ rtf information unto^ ty fflftnfavs a valid OMB ftentMl rt.^r 

10/724856 ^ 


Piling Date 


December 1, 2003 


First Named inventor 


Donald E. Frail, et al. 


ArtUnrt 




Examiner Name 




\^ Total Number of Pages In This Submission 


9 


Attorney Docket Number 


PC 27832 (01458.US1) J 



ENCLOSURES {Check all that apply) 



0 
□ 

□ 

□ 

□ 
0 



Fee Transmittal Form 

Fee Attached 
Ame ndment/Reply 
□ After Final 

IT J Affidavits/declaration (3) 
Extension of Time Request 
Express Abandonment Request 
information Disclosure Statement 

Certified Copy of Priority 
Documents, 

Response to Missing Parts/ 
Incomplete Application 



0 



Response to Missing Parts 
under 37 CFR 1.52 or 1.53 



□ 
□ 
□ 
□ 
□ 
□ 



0rawing(8) 

Ucensing-refated Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 
CD, Number of CD(s) 



Remarks I 



□ 

□ 
n 
□ 



After Allowance Communication 
to a Technology Center (TC) 

Appeal Communication to Board 
of Appeals and Interferences 
Appeal Communication to TC 
<App**J Notice, Brief, Reply Brief) 



Proprietary Information 

[ I Status Letter 

0 Other Enclosure^) (please 
Identify below): 
Copy of Notification of Missing Requirements 
Oath and Declaration 
Change of Correspondence Address 



AUTHORIZATION TO CHARGE THE FEE AND ANY ADDITIONAL FEES AS 
NECESSARY OR CREDIT ANY OVERPAYMENT TO DEPOSIT ACCOUNT 
23-0455 IS HEREBY GIVEN. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

individual 



David R. Kurlandsky 



Signature 



Date 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that tnls correspondence la oeinfi facsimile transmitted to the USPTO Or deposited with the United States Postal S^fvlre wtm «a ffirfftrtt postage as 
flrei class mall In an envelope addressed racommiaaoner ror panics, p.o.Bo* 1 450. Alexandria, va 2231 3-i«so «= ] ' ~ y * 



Typed or printed 




litad Stampftfltfll SflfYlCfl Win fivmlci 



Linda A. Zerby 



^ Signature 



1,5, ThVtfwrmaUon is requir 



Date 



This collection of information Is required by 37 CFR 1,5, The-tnTormation is required to obtain or retain a benefit ay the pmMc which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This coBecUon is estimated to take 12 minutes » complete, including 
galhoring, preparing, and submitting the completed application form to the USPTO, Timo wiil vary depending upon the Individual case. Any comments on the 
amount of lime you require to complete this form and/or suggestions for reducing this Dufden, ShOuW be sent to the Chief information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assfefenoe in completing the form, caff 1-8Q0-PTQ-9199 (1-600-786-9199) and select option 2. 



USPTO Fax No. 703-746-4060 Office of Initial Patent Examination (OIPE) 
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PART 2 - COPY TO BE RETURNED WITH RESPONSE 
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